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Claim Rejections - 35 [JSC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

^rlT i0 V h ? !' COncl " de Wlth one or more clai ™ particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. B 

2. Claims 3-5 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

a. In claims 3-4, the claims recite a "conversion coat" applied to the zinc/nickel 
coating. It is unclear how the conversion coat is applied because the parent claim recites 
the passivating of the zinc/nickel surface. Therefore, it is unclear where in the process 
the "conversion coat" takes place. To obviate the rejection, the applicant could amend 
the claim to recite in line 2 of claim 3 that the conversion coat is applied "to the 
passivated zinc/nickel coat". 

b. In claim 5, the claims recites the step "dry lubricant is applied", however, there is 
no indication where in the process the dry lubricant is applied or where the dry lubricant 
is place. To obviate the rejection, the applicant could amend the claim to recite in line 2 
of claim 5 that the dry lubricant is applied "to the passivated zinc/nicke.l goat" 



Claim Rejections - 35 USC §102 
3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

NOTE: In the following rejections, the term "galvanic zinc/nickel coatings" (see e.g. 
claim 1, line 1) in the claims is interpreted as being a zinc and/or nickel containing coating, 
wherein the coating has galvanic properties. 
EP 0 760 401 Al Inoue et al 

4. Claims 1-4 are rejected under 35 U.S.C. 102(b) as being anticipated by EP 0 760 401 Al 

Inoue et al. (EP '401; cited on IDS filed March 26, 2002). 

EP '401 teaches method of passivating galvanic zinc/nickel coating wherein the coating 

is contacting with a composition that includes an oxidizing agent, wherein the oxidizing agent 
includes peroxide sulfate (i.e. ammonium persulfate) (page 2, lines 39-43 and page 3, lines 46- 
48). EP '401 further teaches that the passivated surface may be coated (i.e. with a conversion 
coat) with an organic or inorganic composition wherein the organic composition encompasses 
polymer wax (page 3, lines 51-55). The claims do not distinguish over the teachings of EP '401. 
SU 1801987 AINagirnyi et al, JP 01255675 A Msshin Steel, JP 61238979 A Kobe Steel and 
JP 601212 75 A Sumitomo Metal 

5. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by each of SU 1801987 
AINagirnyi et al. (SU '987; cited on IDS filed March 26, 2002), JP 01255675 A Nisshin Steel 
(JP '675; cited on IDS filed March 26, 2002), JP 61238979 A Kobe Steel (JP '979; cited on IDS 
filed March 26, 2002) and JP 60121275 A Sumitomo Metal (JP '275; cited on IDS filed March 
26, 2002). 
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SU '987, JP '675, JP '979 and JP '275 teach a method of passivating galvanic zinc/nickel 
coating wherein the coating is contacting with a composition that includes an oxidizing agent 
(see the English language abstracts of each of the references). The claims do not distinguish 
over the teachings of SU '987, JP '675, JP '979 and JP '275. 
JP 60121275 A Sumitomo Metal 

6. Claims 3-5 are rejected under 35 U.S.C. 102(b) as being anticipated by JP 60121275 A 

Sumitomo Metal (JP '275; cited on IDS filed March 26, 2002). 

JP '275 teaches and is applied as above in paragraph 5. JP '275 further teaches that the 
passivated Ni alloy is conversion coated with a conversion coated with a phosphate or chromate, 
wherein the film including an organic high polymer composition (i.e. polymer wax) (see English 
Language translation of abstract). The claims do not distinguish over the teachings of JP '275. 



Claim Rejections - 35 USC § 103 
7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

Si °i l^ec ttt ^u en ^ SUbjeCt n " tte S0U ^ t0 ta P atented and *e Prior art are 

Subj ^ , ma " er as a whole would have been obvious at the time the invention was made to a person 

JP 60121275 A Sumitomo Metal and EP 0 760 401 Al Inoue et al 

NOTE: References to JP '449 are to the English language abstract or the English language 
translation provided by the examiner. 
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8. Claims 4-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over JP 60121275 
A Sumitomo Metal (JP '275; cited on IDS filed March 26, 2002) and EP 0 760 401 Al Inoue et 
al. (EP '401; cited on IDS filed March 26, 2002) in view of JP 05237449 A Kawasaki Steel (JP 
'449). 

JP '275 and EP '401 teach and are applied as set forth in paragraphs 4-6 above. 

JP '275 and EP '401' fail to meet all the limitations of the instant claims in that Baldwin 
does not explicitly teach the application of a dry lubricant. 

JP '449 teaches that galvanic coating that are passivated are conventionally coated with a 
dry lubricant coating containing a polyolefin wax (i.e. a wax such as that claimed in claim 4), 
wherein the lubricating resin improves, among other things, multistage moldability at high speed 
(abstract, paragraphs [0001] to [0005] and paragraph [0012]). 

One of ordinary skill in the art at the time that the invention was made would have found 
the invention to be obvious because one of ordinary skill in the art would have been motivated to 
add the lubricant coating of JP '449 to the passivated galvanic coatings of JP '275 or EP '401 in 
order to provide the desirable properties of lubricity of multistage moldability at high speed, as 
taught in JP '449 (see abstract). 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew L. Oltmans whose telephone number is 703-308-2594. 
The examiner can normally be reached 7:00-3:30 Monday-Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on 703-308-1 146. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-9310 for regular 
communications and 703-872-93 1 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0661. 




Andrew L. Oltmans 
a Examiner 
August 13, 2003 Art Unit 1742 



